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— The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 22 July 2002 . 
2a)n This action is FINAL. 2b)K This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under £xpa/te Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) S Claim(s) 9-78 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 9^/5 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No, . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attach ment(s) 

1 ) 13 Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-41 3) Paper No(s). 



2) O Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 7-22-2002 have been fully considered but they are 
not persuasive. The applicant is reminded that the claims are given the broadest 
reasonable interpretation; therefore the term "operating mode" can be interpreted as the 
way that the system operates. A change in the way that the system operates is a 
different operating mode, all phone inherently has one or more operating modes, on 
example of this is: in-use mode, standby mode, directory mode, etc. 

2. In response to applicant's argument that Tsoi reference fails two disclose two 
operating modes, Tsoi discloses in fig. 7 a call operating mode and an in-use operating 
mode in fig. 9. One example of the actions associated with the operating modes are a 
call in the first operating mode and a hang up in the second operating mode. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

2. Claims 9,12,14-18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Tsoi. 

As to claim 9, Tsoi discloses a radio apparatus embodied in a radiotelephone 
comprising a display device; at least one control element for selecting and/or activating 
functions of the radio apparatus which are displayed on said display device, column 6, 
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lines 40-43; said at least one control element being disposed neighboring said display 
device so that a local association exits between said at least one control element and 
displaying of functions of the radio apparatus on said display device, column 2, lines 50- 
53; means for providing at least one first operating mode in which a first action is 
conducted, and in which information about said first operating mode is associated in 
said display device with said at least one control element, column 6,lines 62-65, and 
information in a second operating mode associated with said first operating mode in 
which a first action is conducted is converted into a function for operating said first 
activating mode, which function is activate able by said at least one control element, 
column 7, lines 1 -6 and fig. 7, 9. 

As to claim 12, Tsoi discloses a radio apparatus comprising a housing provided 
for the radio apparatus and having an upper surface, said display device being 
rectangular and disposed on said upper surface of said housing, said at least one 
control element being disposed on at least one side of said display device, column 5, 
lines 42-47 and figure 5. 

As to claim 14, Tsoi discloses a radio apparatus that have at least one control 
element is formed so that through said at least one control element sub items in an 
operating manual can be selected and/or activated, column 7, lines 14-17. 

As to claim 15, Tsoi discloses a radio apparatus that have at least one control 
element is formed so that through said at least one control element entries in a 
telephone number dispose in a radio apparatus are selectable, column 7, lines 18-22. 
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As to claims 16 and 17, Tsoi discloses a radio apparatus comprising a control 
field in which said at least one control element is located and the control field is formed 
as an alpha numeric keyboard, column 7, lines 29-34 and figure 12. 

As to claim 18, Tsoi discloses a radio apparatus comprising a housing provided 
for the radio apparatus and having an upper surface, said at least one control element 
being disposed neighboring the peripheral region of said upper surface of said housing, 
column 5, lines 42-47 and figure 5. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C, 103(a). 

6. Claims 10-1 1 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tsoi in view of Mills. 

As to claims 9-10, Tsoi discloses everything claimed as explained above except 
for an apparatus wherein between said at least one control element and the displaying 
of the associated functions of the apparatus on said display device, graphic symbols are 
displayable on said display device as a shape of arrow. Therefore, it would have been 
obvious to one of the ordinary skill in the art at the time of the invention to combine this 
technique to the device of Tsoi in a mobile telephone, for the simple purpose of insuring 
that the user associated each control elements to it's proper graphic symbol. 

7. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tsoi in 
view Bowen. 

As to claim 13, Tsoi discloses everything claimed as explained above except an 
apparatus wherein said at least one control element is light able. Therefore, it would 
have been obvious to one of the ordinary skill in the art at the time of the invention to 
combine this lighting technique to the device of Tsoi in a mobile telephone, for the 
simple purpose of allowing the user the keys to be view in low light areas. 



Conclusion 
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8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Summers U.S. Patent 5,867,774 discloses a control panel for a radio with 
hotkeys that can be programmed to perform a variety of functions. 

b. Pezzullo U.S. Patent 5,615,257 discloses a screen based telephone set. 

c. Christal U.S. Patent 5,875,403 discloses a mobile telephone with soft keys. 

d. Tabe U.S. Patent 5,852,783 discloses an information tools with multi 
functional information key. 

e. Jones U.S. Patent 5,258,748 discloses accessing and selecting multiple key 
functions with minimum keystrokes. 

f. Okafuji U.S. Patent 5,745,566 discloses a processing apparatus having 
operations keys. 

g. Clise U.S. Patent 5,797,091 discloses a personal communication system 
having several command buttons. 

h. Dagdeviren U.S. Patent 5,767,825 discloses a text-based display with buttons 
associated with a display label. 

i. Baals U.S. Patent 5,487,104 discloses an arrangement for displaying menu 
screens on a telephone terminal. 

j. Baals U.S. Patent 5,412,713 discloses a display for a telephone terminal, 
k. Baals U.S. Patent 5,396,547 discloses an arrangement for entering 
information into a directory on a telephone terminal. 
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I. Baals U.S. Patent 5,373,551 discloses a selectable display for a telephone 
terminal. 

Any response to this Office Action should be mailed to: 

Commissioner of Patent and Trademarks 
Washington, D.C. 20231 

Or faxed to: 

(703) 308-6306 

for formal communication intended for entry, informal communication or draft 
communication; in the case of informal or draft communication, please label 
"PROPOSED" or "DRAFT" 

Hand delivered responses should be brought to: 

Crystal Park II 

2121 Crystal Drive 

Arlington, VA 

Sixth Floor (Receptionist) 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marcos L Torres whose telephone number is 703-305- 
1478. The examiner can normally be reached on 8:00am-5:30pm alt. friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William G Trost can be reached on 703-305-5318. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-872-9314 
for regular communications and 703-872-9314 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
4700. 
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